TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
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ON BRI EF

Before KIMLIN, JOHN D. SMTH, and WALTZ, Adninistrative Patent
Judges.

WALTZ, Administrative Patent Judge.

ON REQUEST FOR REHEARI NG
Pursuant to the provisions of 37 CFR 8§ 1. 197(b) (anended
Dec. 1, 1997), appellants have submtted a request for

rehearing (hereafter “Request”) of our decision dated Aug. 18,

! Application for patent filed Novenber 1, 1993.
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1998 (hereafter “Decision”), affirmng the rejection of clains
1 through 8 and 11 under 35 U.S.C. § 103 as unpatentabl e over
Lei cester in view of Union Carbide and Bel f.?2

Appel | ants request rehearing based on four points.
Appel lants’ first point is that the Board m sapprehended the
teaching of U S. Patent No. 3,632,834 (Christoph) as it
relates to tenperature and ash content (Request, page 1).
Specifically, appellants argue that the production of two-
car bon conpounds contai ni ng no hydrogen, as in Christoph, is
significantly different fromthe production of a single carbon
compound cont ai ni ng hydrogen as recited in the clains on
appeal, and one of ordinary skill in the art would readily
recogni ze that the tenperature range di scl osed by Chri stoph
woul d not necessarily be suitable for the clained process
(Request, page 2). Appellants also argue that the Decision
erroneously equates alkali netal content with ash content and

submts U S. Patent No. 5,136,113 (Rao) as evidence that the

2Appel | ants have al so submtted a "Suppl enent to Request
for Rehearing Under 37 CF. R 1.197(b)", dated Feb. 16, 1999,
Paper No. 21, which updates the status of S.N. 08/458, 604 as
noted in the "Rel ated Appeal " section of the Request. It is
now noted that S.N. 08/458,604 has issued as U. S. Patent
5,955,637 on Sept. 21, 1999.
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mere water washing of Christoph would still |eave “relatively
hi gh anobunts of other ash conponents” (Request, page 3).

Appel I ants’ argunments are not well taken since Christoph
Is directed to the sanme type of reaction as the primary
reference (Leicester), nanely the exchange of a chloro atom
froma chlorinated hydrocarbon for the fluorine fromthe HF
reactant in the presence of a chromumtrifluoride catalyst
(see Christoph, colum 1, lines 33-36; colum 2, |ines 24-35;
Lei cester, page 1, left columm, lines 1-46).% Furthernore,
the teaching of Christoph regarding the process tenperature is
only used as an additional teaching to Leicester with regard
to the tenperature |[imtation recited in claim 1l on appea
(Deci si on, page 9).

Appel  ants’ argunents regardi ng the ash content are
equal | y unpersuasive. Certainly the reduction in alkali mnetal
content as taught by Christoph is also a reduction in the ash
content. The only evidence appellants submt regarding the

ash content is the Rao reference. However, the data in Table

3Christoph is cited and di scussed by appellants on page 3
of the specification. See footnote 4 on page 6 of the
Deci si on.
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1 of Rao does not support appellants’ argunent that the water

washi ng of Christoph results in | ow anbunts of al kali netal
content but | eaves high anounts of other ash conponents
(Request, page 3). Rao discloses, as set forth in the
Exanples in colum 5 and Table 1 in colums 5-6, that the ash
content of water-washed carbon supports is 0.55% which is
very simlar to the [imtation of claim1l on appeal of “an ash
content less than 0.5 wei ght percent”.* As previously
di scussed, Leicester teaches a water wash of the carbon
support “advantageously acidified by addition of hydrochloric
acid’ (page 1, right colum, lines 7-9). Accordingly, if a
wat er wash woul d have been expected to | ower the ash content
of carbon supports to such | ow val ues, as taught by Rao, the
addi ti onal advantageous acid treatnent taught by Leicester
woul d reasonably have been expected to produce ash contents
wi thin the clained range.

Appel I ants’ second point is that the process of preparing

t he carbon support as taught by Leicester would not be

‘O course, this final ash content would vary based on the
initial ash content of the carbon (see the specification, page
12, lines 16-28).
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expected to renove significant ash content (Request, page 4).
Appel l ants submt that even if sone ash conponent was

di ssol ved in the soaking phase, redeposit would occur during
the drying phase (1d.).

Appel  ants’ argunment i s not persuasive since the
al l egation that redeposit would occur during the drying phase
IS nmere attorney argunent and i s not supported by any
obj ective evidence. In re Geisler, 116 F. 3d 1465, 1469, 43
UsP@2d 1362, 1365 (Fed. Cir. 1997). 1In fact, the water
washi ng of carbon supports reduces the ash content
significantly as shown by Christoph and Rao. It should al so
be noted that the nethod of preparation of the | ow ash carbon
supports is not a limtation of the clainms on appeal.

Appel lants’ third point is that the Board m sapprehended
the teaching of Leicester relating to reaction tenperature
(Request, page 5). Specifically, appellants argue that the
teaching in Leicester of a mninmmtenperature of 350EC. for
reacting carbon tetrachl ori de woul d not have suggested the

tenperature range recited in claim1l1l on appeal (1d.).

However, as noted on page 9 of the Decision, Leicester clearly
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teaches that “[t]he choice of suitable tenperature is also

i nfluenced by the particular derivative it is desired to
prepare since the formation of those derivatives containing a
| ower nunber of fluorine atons is favored by a | ower
tenperature.” (Page 2, left colum, lines 52-57). Leicester
al so teaches that the reaction tinme and ratio of reactants are
i nportant considerations in determining the reaction
tenperature (Page 2, left colum, lines 58-right columm, |ine
24). Optimzation of such a result-effective variable is
normally well within the ordinary skill in the art. 1In re
Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980).
Accordi ngly, appellants’ argunents are not persuasive.

Appel lants’ fourth point is that the Board overl ooked the
uni que nature of recycling HF-containing azeotropes (request,
page 5). Appellants submt that there is no suggestion in any
of the cited publications that azeotropes rather than sone
ot her conbi nati on of conponents should be recycled (Id. at
page 6).

As reiterated on page 11 of the Decision, it is well

recogni zed that recycle of internediates and unreacted
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starting materials is “an obvi ous expedient”. See Chri stoph,
colum 4, lines 49-52, where it is taught that “recycle of
unreacted or inconpletely converted materials, while desirable
comercially, is not necessary”. Belf teaches recycle of
i nconpl etely converted materials mxed with fresh reactants
(colum 2, lines 29-31). Leicester |ikew se teaches the
separation and return of unreacted starting materials or
i nconpl etely converted reactants into the stream of origina
reactants (page 1, right colum, |ine 58-page 2, left colum,
line 10). Although Leicester and Belf teach renoval of
unreacted HF by a wash (Leicester, page 2, right columm, |ines
25-44; Belf, colum 2, lines 67-68), it would have been
reasonabl y expected, based on the teachings of the prior art,
to recycle the unreacted material and inconpletely converted
material with HF so as to forma new feed.

W do not find in the request any argunent convincing us
of error in the conclusions we reached in our Deci sion.
Accordi ngly, appellants’ Request for Rehearing is denied.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).
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